
United States Patent and Trademark Office 


UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Vit^inia 2231 3-1450 
www.uspto.gov 


APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. CONFIRMATION NO. 


09/360,881 


07/23/1999 


7590 


06/15/2004 


JOHN S REID 

1926 SOUTH VALLEY VIEW LANE 
SPOKANE, WA 992120157 


RANDY HENRY 


HEO 1-003 


4792 


EXAMINER 


BLAU, STEPHEN LUTHER 


ART UNIT 


PAPER NUMBER 


3711 

DATE MAILED: 06/15/2004 


7F 


Please find below and/or attached an Office communication concerning this application or proceeding. 


PTO-90C (Rev, 10/03) 



Application No. 

Applicant(s) 


Office Acfinn fsumms^ru 

09/360,881 

HENRY. RANDY 


Examiner 

Stephen L. Blau 

Art Unit 

3711 



« The MAILING DATE of this communication appears on tti9 cover sheet with the correspondence address - 


Period for Reply 
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THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
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DETAILED ACTION 

Request for Continued Examination 

1 . The request filed on 1 March 2004 for a Request for Continued Examination 
(RCE) under 37 CFR 1 .53(d) based on parent Application No. 09/360,881 is acceptable 
and a RCE has been established. An action on the RCE follows. 

Specification 

2. The argument with respect to the specification is agreed with and the objection to 
the specification as failing to provide antecedent basis for the claimed new subjection 
matter under 37 CFR 1 .75(d)(1) and MPEP article 608.01 (o) is removed. 

Claim Rejections - 35 USC §112 

3. The arguments with respect to the rejections under 35 U.S.C. 112, first and 
second paragraph are agreed with and the rejections are removed. 

Claim Rejections - 35 USC § 102 


4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
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A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. ^ 


5. Claims 1-2, 4-5, 8, 10-13, 15-16, 20 and 22-23 are rejected under 35 
U.S.C. 102(b) as being anticipated by Ezaki. 

Ezaki discloses a set of clubs comprising a plurality of adjacently sequenced 
clubs (Table), a first club (#7, Table) having a length of .79 inches longer than a second 
adjacent club (#8, Table) in a set, a third club (#11, Table) having a club length which is 
less than .6 inches longer than a fourth adjacent golf club (#12, Table) in the set, a 
second club (#8, Table) having a length which is greater than .72 inches in the form of 
.79 inches longer than a fifth club (#9, Table) in a set, a second golf club (#8, Table) 
having a lie angle of at least about .6 degrees less than a fifth golf club (#9, Table), a 
first, second and fifth clubs being respectively sequentially adjacent to one another 
(Table); a first club (#9, Table) having a length of .79 inches longer than a second 
adjacent club (#10, Table) in a set with a first golf club (#9, Table) having a head weight 
of at least about 9 grams in the form of 1 1 grams less than the second adjacent golf 
club (#10, Table), a first golf club (#9, Table) having a lie angle at least .6 degrees less 
than the second adjacent golf club (#10, Table); a first club (#8, Table) having a length 
of .79 inches longer than a second adjacent club (#9, Table) in a set with a second club 
(#9, Table) having a length which is greater than .72 inches in the form of .79 inches 
longer than a fifth club (#10, Table) in a set, a second golf club (#9, Table) having a lie 
angle of at least about .6 degrees less than a fifth golf club (#10, Table), a second golf 
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club (#9, Table) having a head weight of at least about 9 grams in the form of 1 1 grams 
less than the fifth adjacent golf club (#10, Table); a plurality of alternating sequential 
adjacent clubs (#6,#8,#10,and #12, Table) where a first club (#6, Table) has a length at 
least 1 .2 inches longer than a second alternating sequential adjacent club (#8, Table), a 
third club (#10, Table) having a length which is less than 1,2 inches longer than a fourth 
adjacent club (# 12,Table in Col. 4, Embodiment 2) in a set, and a first club (#6, Table) 
head weight being at least 16 grams less than a second alternating club (#8, Table). 


6. Claims 1-4, 15-17 and 24-25 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Teramoto (5,121,918). 

Teramoto discloses a set of clubs comprising a plurality of adjacently sequenced 
clubs (Table in Col. 4, Embodiment 2), a first club (#3, Table in Col. 4, Embodiment 2) 
having a length of .75 inches longer than a second adjacent club (#4, Table in Col. 4, 
Embodiment 2) in a set, a third club (#6, Table in Col. 4, Embodiment 2) having a club 
length which is less than .6 inches longer than a fourth adjacent golf club (#7, Table in 
Col. 4, Embodiment 2) in the set, a second club (#4, Table in Col. 4, Embodiment 2) 
having a length which is greater than .72 inches in the form of .75 inches longer than a 
fifth club (#5, Table in Col. 4, Embodiment 2) in a set, a first, second and fifth clubs 
being respectively sequentially adjacent to one another (Table in Col. 4, Embodiment 
2), a plurality of alternating sequential adjacent clubs (#1,#3,#5,#7,and #9, Table in Col. 
4, Embodiment 2) where a first club (#3, Table in Col. 4, Embodiment 2) has a length at 
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least 1 .2 inches longer than a second alternating sequential adjacent club (#5, Table in 
Col. 4, Embodinnent 2), a third club (#9, Table in Col. 4, Embodiment 2) having a length 
which is less than 1 .2 inches longer than a fourth adjacent club (# 7,Table in Col. 4, 
Embodiment 2) in a set, and a first club (#3, Table in Col. 4, Embodiment 2) having a 
length of 1 .5 inches longer than a second alternating adjacent club (#5, Table in Col. 4, 
Embodiment 2) in a set. 

7. Claims 1-2, 5-7, 15-16, 18, 22 and 24 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Kajita. 

Kajita discloses a set of clubs comprising a plurality of adjacently sequenced 
clubs (Fig. 3), a first club (#5-lron, Fig. 3) having a length of at least about .6 inches in 
the form of .59 inches (15 mm) longer (Col. 3, Lns. 35-40) than a second adjacent club 
(#6-lron, Fig. 3) in a set, a third club (#7-lron, Table in Col. 4, Embodiment 2) having a 
club length which is less than .6 inches in the form of .59 inches (15 mm) longer (Col. 3, 
Lns. 35-40) than a fourth adjacent golf club (#7-lron, Table in Col. 4, Embodiment 2) in 
the set, a first club (#5-lron, Fig. 3) having a lie angle about .75 degrees less (Col. 3, 
Lns. 35-39) than the second adjacent golf club (#6-lron. Fig. 3) in the set, a set of 12 
clubs (Col. 3, Lns. 30-34), a plurality of alternating sequential adjacent clubs 
(#3,#5,#7,and #9-lrons, Fig. 3) where a first club (#3-lron) has a length at least about 
1 .2 inches in the form of 1 .1 8 inches (30 mm) longer (Col. 3, Lns. 30-34) than a second 
alternating sequential adjacent club (#5-lron, Fig. 3), a third club (#9-lron) having a 
length which is less than 1 .2 inches longer in the form of 1 .1 8 inches (30 mm) (Col. 3, 
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Lns. 30-34) than a fourth adjacent club (# 7-lron) in a set, a first club (#3-lron, Fig. 3) 
having a lie between about 1 .2-2 degrees less (Col. 3, Lns. 33-34, 38-39) than the 
second alternating sequential adjacent golf club (#5-lron) in the set, and a set of 6 clubs 
(Col. 3, Lns. 30-34). 


Claim Rejections - 35 (JSC § 103 


8. The following is a quotation of 35 U.S.C. 103(a) which fornns the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. Clainns 5-9,18-19, and 22-23 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Teramoto in view of Kajita. 

Teramoto lacks a first club (#3) having a lie angle at least about .75 degrees less 
than a second club (#4), a second club (#4) having a lie angle at least about .75 
degrees less than a fifth club (#5), at least 12 clubs in a set, and a club in a set having a 
lie angle of about 1 .5 degrees less than the second alternating sequential adjacent club 
in a set. 

Kajita discloses a first club (#4-lron) having a lie angle about .75 degrees less 
(Col. 3, Lns. 35-39) than the second adjacent golf club (#5-lron) in the set, at least 12 
golf clubs in a set (Fig. 3), and a club in a set having a lie angle of about 1 .5 degrees 
less than the second alternating sequential adjacent club in a set (Col. 3, Lns. 30-39). 
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In view of the patent of Kajita it would have been obvious to nnodify the set of clubs of 
Teramoto to have a first club (#3) having a lie angle at least about .75 degrees less than 
a second club (#4), a second club (#4) having a lie angle at least about .75 degrees less 
than a fifth club (#5) and a club in a set having a lie angle of about 1 .5 degrees less 
than the second alternating sequential adjacent club in a set in order to utilize lie values 
used in the market place. In view of the patent of Kajita it would have been obvious to 
modify the set of clubs of Teramoto to have at least 12 clubs in a set in order to have 
woods also to play a round of golf. 

1 0. Claims 1 0-1 1 and 20 are rejected under 35 U.S.C. 1 03(a) as being unpatentable 
over Teramoto in view of Kilshaw. 

Teramoto lacks a first golf club in a set having a head weight between 8-12 
grams less than the second adjacent club in a set, a first club having a head weight of at 
least 8 grams less a second adjacent club in a set and a first club in a set having a head 
weight at least about 16 grams less than the second alternating sequential club in a set. 
Kilshaw discloses a first golf club (#3, Table 1, Invention) in a set having a head weight 
8 grams less than the second adjacent club (#4, Table 1 , Invention) in a set, and a first 
club (#3, Table 1, Invention) in a set having a head weight at least about 16 grams less 
than the second alternating sequential club (#5, Table 1 , Invention) in a set. In view of 
the patent of Kilshaw it would have been obvious to modify the set of clubs of Teramoto 
to have a first golf club in a set having a head weight between 8-12 grams less than the 
second adjacent club in a set, a first club having a head weight of at least 8 grams less 
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a second adjacent club in a set and a first club in a set having a head weight at least 
about 16 granns less than the second alternating sequential club in a set in order to 
have a lighter lower numbered heads so a golfer can swing a lower numbered club at a 
higher speed. 

1 1 , Claim 21 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Teramoto in view of Kajita as applied to claims 5-9,18-19, and 22-23 above, and further 
in view of Kilshaw. 

See paragraphs above for elements of structure previously rejected by Teramoto 
in view of Kilshaw 

12. Claim 14 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Teramoto in view of Kajita as applied to claims 5-9,18-19, and 22-23 above, and further 
in view of Ezaki. 

Teramoto lacks a second club having a weight of at least about 9 grams less 
than a fifth golf club. Ezaki discloses heads in a set being 9-1 1 grams between 
adjacently sequenced clubs (4-5, 8-9, 9-10, 10-11) for shafts being different by .79 
inches (Table). In view of the patent of Ezaki it would have been obvious to modify the 
set of clubs of Teramoto to have a second club having a weight of at least about 9 
grams less than a fifth golf club in order to utilize a weight distribution which is used in 
the art for a set of club head. 
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Response to Arguments 


13. The arguments with respect to how the previous examiner interpreted Kajita is 
agreed with. However the claims used different words to claim dimensions with some 
words allowing a broader limit as "a length at least about .6 inches" compared to "less 
than .6 inches". The examiner believes about .6 inches would include .59 inches. 


14. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Steve Blau whose telephone number is (703) 308-2712. 
The examiner is available Monday through Friday from 8 a.m. to 4:30 p.m.. If the 
examiner is unavailable you can contact his supervisor Greg Vidovich whose telephone 
number is (703) 308-1513. Any inquiry of a general nature or relating to the status of 
this application should be directed to the Group receptionist whose telephone number is 
(703) 308-0858. (TC 3700 Official Fax 703-872-9306) 


Conclusion 


sib/ 5 June 2004 



^^EPWENBLAU 
PRIMARY EXAMINER 


